UAE National Resolution 1/23

English Text

UAE National Resolution 1/23

National Study Question Topic 2023:

Proving trademark use

Background:

This resolution, designated as UAE National
Resolution 1/23 (the RESOLUTION), addresses
the matter of proving trademark use, specifically
focusing on the genuine use requirement for
maintaining trademark registration. The scope of
this RESOLUTION explicitly excludes
considerations related to proving use for reputation

or distinctiveness, as well as proving infringing use.

AIPPI UAE acknowledges the pivotal importance of
establishing trademark use in trademark law. With
the indefinite trademark renewal principle, the
absence of genuine use poses a potential threat of
an unwarranted monopoly. Without active and
relevant use, a registered trademark fails to fulfill its
is to

intended purpose, which inspire brand

recognition among consumers.

Arabic Translation
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To address this topic, a National Study Group
(NSG) was established on October 12, 2023, led by
Hady Khawand as the Chair and Bassel El Turk as
the Co-Chair, alongside NSG members Mariam
Sabet, Natalie Slabbert, Saba Al Sultani, and Nour
Saleem. The NSG diligently examined four key
areas related to trademark usage under existing

UAE laws and practices:

Evidence to prove trademark use

e Use of the mark in forms different from the

registered one

e Trademark use on the internet and in the

virtual world

e Justification of non-use

After thorough discussions and deliberations, the
NSG proposes the initial draft of the RESOLUTION
to the members of the AIPPI UAE Group. This draft
is scheduled for voting at the conclusion of the
Annual General Meeting on December 07, 2023, in

Dubai.

Definitions: for the purpose of this

RESOLUTION,

Online use of a TM is defined as the use of a TM
on the Internet, on websites, and on Apps, or in any

digital form, but not in a Virtual world,
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The Virtual use of a TM is defined as its use in a

Virtual World like a Metaverse,

The term ‘trademark’ (or TM) includes marks

utilized for both goods and services.

AIPPI UAE resolves the following:

Genuine Use Principle:

As the use of a TM is typically intended to establish
or maintain a presence in the market, it should be
held to be Genuine Use. Thus, if the use is merely
made to obtain or maintain registration (i.e., 'token’

or 'sham' use), it should be disregarded.

Quantitative or Temporal Evidence
Requirement:

No quantitative or temporal evidence should be
required to prove the use of a registered TM within
the five-year period. Therefore, all evidence of use
should be considered and assessed as a whole,
with appropriate weight given according to the
circumstances of each case on a case-by-case

basis.

Trigger Date after Which any Non-Use Period
Becomes Relevant:

The non-use period of a TM should only be
calculated after the date of its registration and not

of its filing.
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Consistency of Evidence Requirements:

The evidential requirements for proving TM
Genuine Use should be consistent before any
authority in any of the Emirates in the UAE (i.e.,
Federal or local courts, TM Office, TM Grievance

Committee, DEDs, Customs etc...).

Use of TMs in a Modified Form:

The use of a TM in a modified form that does not
materially differ from the registered one shall be
deemed valid use, provided that the modifications
maintain the distinctive character of the registered
TM. This assessment shall be carried out on a
case-by-case basis. Variations or modifications
that may not compromise the distinctive character

of the registered TM include but are not limited to:

e Addition or omission of non-distinctive

elements from the registered TM,

e Changes in font, size, and/or color, either

partially or entirely,

e Alterations in the layout of elements, such
as transitioning from up-and-down to left-

and-right or vice versa,

e Utilization of the registered TM in
conjunction or combination with another
TM, or with its translation or transliteration

into Arabic or other languages.
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The Online Use of a TM:

The criteria for evaluating TM use should be
uniformly applied, whether the TM usage occurs
online or in a non-online format, and must be

assessed on a case-by-case basis.

Specifically, the following factors should be

considered within the UAE context:

e The presence of Online sales of goods or
services directed at or targeting the

relevant public in the UAE,

e Employment of Arabic as the interface
language on the Online platform, and/or
facilitation of payments on the Online

platform in AED,

e The Online platform provides UAE contact

details such as phone and addresses,

The Virtual Use of a TM:

Virtual use of a TM may be considered as evidence
of use, only when it is presented as supplementary
evidence supporting its use in the non-virtual
realm within the context of the UAE, and must be

assessed on a case-by-case basis.
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The criteria for evaluating trademark use should be
uniformly applied, whether the trademark usage

occurs in a Virtual World or in a non-Virtual format.

Emergency Circumstances Justifying Non-use:
“Emergency Circumstances” (EC) should be
interpreted as situations arising independently of
the TM owner(s) will, causing an obstacle to
genuine TM use in the UAE. The onus lies with the
TM owner(s) to provide compelling evidence
demonstrating a direct cause-and-effect
relationship between the EC and the non-use of the

TM within a specific timeframe.

EC Reasons:
The EC circumstances may include, but are not
the reasons as Vvalid

limited to following

justifications for non-use:

e [orce Majeure,
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e Policy restriction or prohibition enforced in

the UAE,

e Time needed to comply with UAE
requirements for a mandatory license or to

obtain marketing authorization,

e Awidely known event, such as the COVID-

19 pandemic.

EC Timeframe Requirement:

EC need not span the entire five-year non-use
period, and should not lead to its complete
cessation. It should be rather construed as a mere

interruption of the 5-year period.
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