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2023 — Study Question

Responsibility of online marketplaces for online infringement of Industrial Property
Rights

Introduction

1) Online marketplaces are e-commerce websites that connect (i) buyers and (ii) third-
party sellers, even though some of them may also offer and sell products under the role
of an online store.

2) Online marketplaces have grown in importance in the e-commerce business
environment. They allow smaller business to avoid the burdens and costs of setting up
their own online stores and to attract consumers to their platforms. For consumers, online
marketplaces tend to improve the online shopping experience, as they can rely on the
platforms to mitigate the risks associated with online shopping.

3) On the other hand, such advantages also increase consumers’ exposure to counterfeit
products, as well as products that violate other Industrial Property Rights (“IP Rights”).

4) This Study Question deals with the civil responsibility of online marketplaces for online
infringement of Industrial Property rights.

Why AIPPI considers this an important area of study

5) The role of e-commerce in daily life has grown significantly, having had a steep
development during the 2020/21 pandemic period. As a consequence, all types of online
marketplaces have grown exponentially in recent years, including those focused on
business-to-business segments and those focusing on business to consumer distribution
channels.



6)
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8)

With the growth of these e-commerce platforms, the potential for a greater volume of
infringement of Industrial Property rights has also increased significantly, which may
affect not only IP Rights holders, but also consumers. The potential for increased volumes
of infringement has also increased when one considers that sellers of counterfeit or
infringing products have gained access to sales channels in respect of which they have
not had such extensive or easy access in the past. Access to online marketplaces for
sellers can be easier because there is no physical limitation on the number or total volume
of goods sold by an online marketplace, in contrast to traditional retail channels which
are limited by storage/warehousing space considerations. As a result, almost any number
of sellers can be easily and quickly included in an online marketplace.

Many of these e-commerce platforms allow for the international trade of goods and
offering of services, being therefore subject to different regulatory frameworks.

The absence of a clear regulation on the responsibility of online marketplaces for
infringement of Industrial Property Rights and the absence of harmonized rules could
create uncertainties and imbalances in international trade and the effective protection of
IP Rights in the global market.

Relevant treaty provisions

9)
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11)

12)

Article 41 (1) of TRIPS agreement states that:

‘Members shall ensure that enforcement procedures as specified in this Part are
available under their law so as to permit effective action against any act of infringement
of intellectual property rights covered by this Agreement, including expeditious
remedies to prevent infringements and remedies which constitute a deterrent to further
infringements. These procedures shall be applied in such a manner as to avoid the
creation of barriers to legitimate trade and to provide for safeguards against their abuse.”

Article 41 (2) of TRIPS agreement also states that:

“Procedures concerning the enforcement of intellectual property rights shall be fair and
eguitable. They shall not be unnecessarily complicated or costly, or entail unreasonable
time-limits or unwarranted delays.”

Article 45 (1) of TRIPS agreement states that:

“The judicial authorities shall have the authority to order the infringer to pay the right holder
damages adequate to compensate for the injury the right holder has suffered because of
an infringement of that person’s intellectual property right by an infringer who knowingly,
or with reasonable grounds to know, engaged in infringing activity”

This article also indicates that “Members may authorize the judicial authorities to order
recovery of profits and/or payment of pre-established damages even where the



infringer did not knowingly, or with reasonable grounds to know, engage in infringing
activity.”

Scope of this Study Question

13)

14)

15)

For the purposes of this Study Question, the term “online marketplace” includes all types
of online platforms which offer for sale third party goods and services, by connecting or
facilitating the connection between sellers and buyers or facilitating the execution of the
contract of sale between such parties.

The situation where online marketplaces offer and sell products under the role of an
online store is gutside of the scope of this Study Question.

This Study Question addresses the infringement of Industrial Property Rights, and in
particular trade marks, patents, and industrial designs. Copyright is Qutside the scope of
this Study Question, because specific rules often govern the use of copyrighted works on
internet. For instance, the EU Directive 2019/790 of 17 April 2019 on copyright and
related rights in the Digital Single Market, provides a special liability mechanism for online
content-sharing services providers (such as YouTube, TikTok, etc.) that provide access
to a large amount of copyright-protected content uploaded by their userst. Furthermore,
the Digital Millennium Copyright Act (DMCA), signed into law in the United States of
America in 1998, also creates certain limitations on the liability of online service providers
for copyright infringement when engaging in certain types of activities?.

This Study Question is limited to civil responsibility for potential infringement of IP rights.
Criminal law issues are outside the scope of this Study Question.

This Study Question does not address private international law issues or the liability of
marketplaces to consumers ingeneral.

Previous work of AIPPI

16)

17)

The use and protection of trade marks on the internet and social media was addressed
by AIPPI in Resolution Q281, in San Francisco (2022), - “Trademarks and the Internet
and Social Media”. AIPPI resolved that “Use of a trademark on the internet or social
media should constitute a use which can be infringing, so long as the necessary elements
of infringing use under national law are met”. This Resolution also addressed the
mechanisms that should be provided by online platforms for an expedited and efficient
enforcement of trade mark rights on their platforms.

In continuation to the efforts of AIPPI in Resolution Q281, this Study Question seeks to
consider whether similar mechanisms should also be available in case of infringement
of other types of Industrial Property Rights. This Study Question also

1See recitals 61-71 and Article 17 of the Eu Directive 2019/790 of 17 April 2019: https://eur-lex.europa.eu/legal-
content/EN/TXT/PDF/?uri=CELEX:32019L0790&from=DA
2See Title Il, Section 202
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seeks to consider the responsibility regime that should be applicable to online
marketplaces, as well as the conditions of implementation of such responsibility regime
and the sanctions that should be imposed on online marketplaces in case of industrial
property right infringement.

In Resolution Q272 (“Reasonable awareness in compensation for infringement of IP
rights”, Online, 2021), AIPPI resolved that, as a rule, “where an intellectual property right
is infringed, compensatory damages should be available regardless of whether the
infringer had subjective or objective knowledge (a) of the existence of the IP right, or (b)
that the infringer’s act would infringe the IP right.”

In Resolution Q264 (“Joint liability for IPR Infringement”, Cancun, 2018), AIPPI Resolved
that “a party who assists in or otherwise facilitates an IPR infringement taking place in a
particular jurisdiction, should be held liable for Joint Infringement aris ing in that jurisdiction
in case where: (a) the party has actively patrticipated in or in a substantial manner
facilitated the IPR infringement, and the party knows of, or should have known of, said
IPR infringement; including when the said party did not take reasonable steps to avoid
participating in or in a substantial manner facilitating the IPR infringement after being
notified of the infringing activity.”

In Resolution Q204 (“Liability for Contributory Infringement of IPRs, Boston, 2008”), AIPPI
resolved that all jurisdictions should adopt rules concerning contributory infringement
of IPRs, under the following harmonized basic principles:

- the means supplied or offered by the contributory infringer relate to a substantial
element of the subject matter of the protected IPR;

- the means supplied or offered by the contributory infringer are for an infringing
use;

- at the time of offering or supply, the suitability and intended use were known to
the supplier or obvious under the circumstances.

In Resolution Q204P (Liability for contributory infringement of IPRs — certain aspects of
patent infringement, Paris, 2010), the above-mentioned principles set in Q204 were
reaffirmed. AIPPI also resolved that “/t should be a condition for the supply or offering of
means to qualify as contributory patent infringement that the person supplying or offering
such means knows, or it is obvious in the circumstances, that these means are suitable
and intended for putting the invention into effect.”

Discussion

22)

With the development of internet, legislation in many countries has evolved to create
general safe harbors to Internet Service Providers (ISPs) that are merely technically
responsible for transmitting, providing connection or storage of data available online,
provided that certain conditions are fulfilled. This is, for instance, the case of existing
provisions in the Digital Millennium Copyright Act (DMCA), in the United States, the E-
Commerce Directive (Directive 2000/31/EC), in the European Union, the PRC Civil
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Code of 2021 and PRC Regulations on the Protection of Rights to Information Network
Communications, in China, the Civil Rights Framework for the Internet, in Brazil, and the
Electronic Communications Act, in Singapore.

An important question that often arises, however, is whether — and to what extent — an
online marketplace could benefit from these types of safe harbors, in cases involving the
infringement of industrial property rights in connection with the sale of goods or offering
of services by third parties on these platforms.

In August 2021, the United States Patent and Trademark Office released a paper titled
“Secondary Trademark Infringement Liability in the E-Commerce Setting”, which
summarizes the state of the law and the US public’s views on contributory trade mark
infringement liability.2

The report outlines the current caselaw which typically applies the Inwood test, deriving
from a 1982 case (Inwood Laboratories, Inc. v. Ives Laboratories, Inc., 456 U.S. 844
(1982), which holds that “manufacturers can be held contributorily liable for trademark
infringement if they: (1) intentionally induce another to infringe a trademark, or (2) continue
to supply a product knowing or having reason to know that the recipient is using the
product to engage in trademark infringement”.

One of the most important leading cases in the United States relating to contributory trade
mark infringement liability of online platforms in which this test has been applied was
Tiffany (NJ) Inc. v. eBay Inc.*In this particular decision, the online platform was found
not to have a duty to investigate the authenticity of the products being offered for sale
on its platform or to take further steps to prevent the sale of counterfeit products, thereby
shifting the burden of identifying the infringement and seeking its removal to the IP right
holder.

Notwithstanding, the decision also indicates that wilful blindness should not exempt an
online platform from liability. According to the decision, if the online platform “has reason
to suspect that users of its service are infringing a protected mark, it may not shield itself
from learning of the particular infringing transactions by looking the other way.”

In Europe, several decisions of the CJEU have ruled on the liability of online
marketplaces for the sale of IP infringing products by third parties on their platform.

Regarding the direct liability of an online marketplace for infringement of intellectual
property rights, in the eBay/L'Oréal case (CJUE, 12 July 2011, C-324/09), the Court of
Justice ruled that in so far as that eBay provides a service enabling its customers to
display on its website signs corresponding to trade marks in the course of such
customers’ commercial activities, such as the making of offers for the sale of their
products, eBay does not itself use those signs within the meaning of that EU legislation.
The use of signs identical with or similar to trade marks in offers for sale displayed on

3 https://www.uspto.gov/sites/default/files/documents/Secondary-TM-Infringement-Liability-Response.pdf

4Tiffany (NJ) Inc. v. eBay Inc., 600 F.3d 93 (2d Cir. 2010), cert. denied, 562 U.S. 1082 (2010).
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eBay is made by the sellers who are customers of the online marketplace and not by the
online marketplace itself. As a result, eBay cannot be sued for infringement of the trade
mark rights.

The decision Coty Germany / Amazon (CJEU, 2 April 2020, C-567/18), relates to the
situation where Amazon enables third-party sellers to place offers for sale in respect of
their goods in the Amazon marketplace. In the event of sale, contracts concerning those
goods are concluded between the third-party sellers and the purchasers. Those third-party
sellers may also avail themselves of the ‘Fulfilment by Amazon’ scheme, under which
goods are stored by Amazon group companies, which operates warehouses. Those
goods are dispatched by external service providers. The CJEU ruled that, in order for
Amazon’s storage of goods that bear infringing trade marks to be classified as ‘use’ of
those infringing trade marks (and consequently to be classified as IP infringements), it is
necessary that for Amazon not only provides the storage in question, but that Amazon also
pursues the aim referred to, which is offering the goods for sale or putting them on the
market on its ‘own account.’

Regarding the indirect liability of an online marketplace, the E-Commerce Directive
(Directive 2000/31/EC) provides a special digital liability regime for intermediary service
providers, such as hosting services that enable the storage of information provided by a
recipient of the hosting service. Article 14 of the E-Commerce Directive (Directive
2000/31/EC) provides that the hosting service provider is not liable for the information
stored at the request of a recipient of the service, on condition that:

@ the provider does not have actual knowledge of illegal activity or information and,
as regards claims for damages, is not aware of facts or circumstances from
which the illegal activity or information is apparent; or

(b) the provider, upon obtaining such knowledge or awareness, acts
expeditiously to remove or to disable access to the information.

To benefit from this exemption from liability, the hosting service provider has to prove
that its role is neutral, in the sense that its conduct is merely technical, automatic and
passive, pointing to a lack of knowledge or control of the data which it stores.

The EU Digital Services Act (EU Regulation 2022/2065 dated 19 October 2022) does
not call into question this regime of exemption from liability, but places new obligations
on the online marketplace such as the traceability of traders, etc.

In certain jurisdictions, such as India, online marketplaces may enjoy immunity from
liability if certain requirements are met, and the taking down of an infringement would only
be legally required if a court order is issued®. In Australia, however, the extent of liability
may differ in case it concerns the infringement of a copyright or of a trade mark right.

In Japan, no specific legislation governing e-commerce exists, so that general provisions
would apply. However, laws addressing IP rights infringement are usually

5See for
content/
Final.pdf

instance: report on Intermediary Liability and Takedown Polices in Asia, https://www.inta.org/wp-
uploads/public-files/advocacy/committee-reports/20211103-INTA-Digital-Asia-Liability-Survey-
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limited to the primary infringer, typically not extending to intermediaries. However, there
is case law in which such intermediaries have been classified as primary infringers.

You are invited to submit a Report addressing the questions below.

Questions

For I, Il and Ill, the term General IP Law means the general responsibility regime for acts of
IP rights infringement contained in Industrial property rights legislation and/or caselaw.

The term Special Digital Law means special legislation applicable to internet actors, such as
online marketplaces.

The term General Law means the general law of civil responsibility.

The acronym OM(s) stands for Online Marketplace(s).

I)Current law and practice

Please answer all questions in Part | based on your Group's current law.

A il : licabl

This part is intended to identify the responsibility regime(s) applicable to OMs in your
jurisdiction, and the criteria for determining the application of one or other regime.

1) In your jurisdiction, please indicate if the responsibility of OMs for IPRs infringement is
subject to the following legislation (please answer YES or NO and cite the applicable
texts):

a) the General IP Law regime,
No. Only to the extent the general criteria of IP infringement under the IP laws are required
to be met.

b) a Special Digital Law regime,
Yes

Federal Decree-Law No. 34 of 2021 Concerning the Fight Against Rumors and Cybercrime
Federal Law No. 46 of 2021 on Electronic Commerce and Trust Transactions.

c) the General Law regime,

No. Only to the extent the general rules of civil liability under the Civil Code are applicable.
d) an alternative/different regime. No

2) If a Special Digital Law regime exists in your jurisdiction (applicable in particular to OMs),
7



is this regime of responsibility more stringent or more liberal (e.g. exemption of
responsibility, safe harbour, etc.) for OMs than the General IP Law, in case of IPRs
infringement?

There are two main legislations relating to the contractual, civil and criminal liability in the digital
space. Federal Decree-Law No. 34 of 2021 Concerning the Fight Against Rumors and
Cybercrime and Federal Law No. 46 of 2021 on Electronic Commerce and Trust
Transactions. These laws do not specifically addresses the liability of OMs. However,
to the extent it is possible to show that the OM are involved, acting negligent, reckless
and when such actions, or failure to act, result in the damage caused, it would be
arguable that they would be liable. This could in many circumstances be a stretch in
legal analysis, however not impossible to argue successfully. In view of this, the regime
is not clear enough to describe its scale of stringency or liberality, a matter that would
be later curated by jurisprudence and judicial precedence.

3) If a Special Digital Law regime exists in your jurisdiction, what justifies the application of
a Special Digital Law regime to the OMs in relation to IPRs infringement?

Set out in (2) above



4) If OMs can benefit an exemption of responsibility/safe harbour, what are the criteria for
determining whether an OM is subject to this regime (e.g. active or passive role of the OM,
knowledge/control of the presentations of the products, awareness of the IP rights
infringement, etc.). Please give examples (case law, etc.).

N/A

B. The implementation of the OMs responsibility regimes

The purpose of this chapter is to determine the_implementation for each responsibility regime
applicable to OMs in your jurisdiction (conditions to engage responsibility, exceptions,
exemptions, etc.).

The purpose is, for instance, to determine under what conditions an OM can be considered an
IP infringer, co-infringer, accomplice, or contributory IP infringer (use of the IP on its own benefit,
awareness of IP rights infringement, providing of specific services such as optimizing the
presentation, promoting offers, etc.), and under what conditions an OM can benefit from an
exemption of responsibility/safe harbor (acting expeditiously following awareness of IP rights
infringement, etc.), etc.

To answer each question in this chapter, please deal separately with each responsibility regime
applicable in your jurisdiction.

P | ime (if applicabl :

5) In your jurisdiction, under what conditions can an OM be held responsible for IP rights
infringement or, on the contrary, to be exempted from responsibility for an IP rights
infringement in each of these cases?

a) inpatent law:

Only to the extent the criteria for Patent infringement under the law are required to be met.

b) intrade mark law:

Only to the extent the criteria for Trademark infringement under the law are required to be
met

c) indesign law:

Only to the extent the criteria for Design infringement under the law are required to be met

6) Please indicate under what circumstances an OM can be considered an IP infringer, co-
infringer / joint tortfeasor, accomplice, or a contributory infringer.

n/a

Specijal Diaital Law reaime (if such a redime is applicable to OMs

7) In your jurisdiction, what are the conditions for an OM to be held responsible on this basis?
What obligations must the OM fulfil in order to be exempted from responsibility for an 1P
rights infringement? If possible, please give examples for each IPR separately.

n/a



neral Law reaime (if this reaime j li le t M

8) In your jurisdiction, what are the conditions for an OM to be held responsible on this basis?
What obligations must the OM fulfil to be exempted from responsibility for an IP rights
infringement? If possible, please give examples for each IPR separately.

N/A

10



her liability reagime (if licabl M

9) In your jurisdiction, what are the conditions for an OM to be held responsible on this basis?
What obligations must the OM fulfil to be exempted from responsibility for an IP
infringement? If possible, please give examples for each IPR separately.

N/A

C. Sanctions that can be imposed on OMs

The purpose of this part is to determine the sanctions that can be imposed (in your jurisdiction,
by a judge or by any other state entity) on an OM whose responsibility is engaged under one or
more forms of responsibility (damages, injunction to delist a seller, obligation to inform/reimburse
the buyers, obligation to prevent future sales of the infringing product, etc.).

To answer each question in this chapter, please deal separately with each form of responsibility
applicable in your jurisdiction. For each form of responsibility, please treat each IPR (patent,
trade mark, design) separately only if you consider it necessary.

To answer the questions in relation to sanctions, we excluded in our answers any sanctions resulting
from criminal liabilities and did not include any penalties that are regulated in the internal laws with such

sanctions. Therefore, the answers under this section include information on civil liabilities.

It is noteworthy to mention that in according to the UAE Civil Transactions Law No 5 of 1985 (the “Civil
Code”), personal obligations or rights shall arise out of dispositions, legal events and the law, and the
sources of civil obligations are: contracts; unilateral acts; acts causing harm; acts conferring a benefit;
and the law. In addition, the civil remedies available under UAE are applicable across all areas of law
and regardless of whether the wrongdoing happens online or offline. However, certain circumstances

may render some remedies more appropriate and likely to be applied than others.

P | \me (if applicabl :

10) In your jurisdiction, what are the sanctions that can be imposed on an OM when the
conditions of its responsibility are met?

The Federal IP laws in the UAE are applicable to Online Marketplaces (OMs) and theoretically can
extend to any entity which targets the UAE public, directly or indirectly, even if the same are based

overseas or offshore. We list down the most relevant IP framework in the UAE:

Federal Decree-Law No. 36/2021 On Trademarks

Federal Decree-Law No. 38/2021 On Copyrights and Neighboring Rights

Federal Law No. 11/2021 On the Regulation and Protection of Industrial Property Rights
Federal Law No 37 of 2021 in relation to trade names registry.

In terms of civil sanctions, plaintiffs could seek the following available remedies:

¢ Attachments (a pre-emptive measure similar to an injunction).

e Confiscation and destruction of infringing goods, machineries and all materials used to produce

the illegal products.
e Publication of decision in Official Gazette or Arabic daily.

o Closure of infringing parties’ business for up to six months (however, this is unlikely to be
ruled).
e Cancellation of registration from relevant registries.

¢ Monetary damages (compensatory not punitive as this is not available in UAE) and the same

are based on the Civil Code.
¢ Payment of court fees in full.

11



e Recovery of attorney fees. Full recovery is not usually granted but partial recovery can be
requested as part of actual damages that are pursued by the IP owners in infringement cases.
e« Moral Damages as part of available equitable remedies under the UAE laws.

Under the Civil Code which governs tort and damages, a plaintiff is eligible to pursue and claim damages
in infringement and counterfeiting cases. The awarded damages should be appropriate and based on
the actual damage that was sustained by the IP owner. Whilst loss of profits is available as a remedy in
some limited circumstances, the court is unlikely to award for any hypothetical loss in the UAE. A civil
judgment in favor of the plaintiff could also be used to pursue specific performance, such as canceling
conflicting trade names, geographical blocking of domain names from access to the UAE, canceling
registered IP rights such as copyrights or trademarks. It can also be used to issue court orders to borders
and governmental authorities (federal or local) in the UAE to ensure protection/enforcement of IP rights.
The above regulations and sanctions apply against counterfeiters/infringers regardless of the nature of
business, i.e. online or offline.

ial Digital Law regime (if h aregime|j licabl M

11) In your jurisdiction, what are the sanctions that can be imposed on an OM when the
conditions of its responsibility are met?
The relevant legal framework for cybercrimes/cyber transactions regulations includes the below
legislation:
e Federal Decree-Law No. 34 of 2021 Concerning the Fight Against Rumors and Cybercrime
e Federal Law No. 46 of 2021 on Electronic Commerce and Trust Transactions.

If the responsibilities of an Online Marketplace are not met, a plaintiff would have the civil remedies
under the Civil Code available to them. This would include many options such as:
e Blocking or takedown orders
Attachments (if a UAE presence was established)
Monetary damages
Payment of court fees and attorney fees as explained above
Moral damages (as per Article 293 of the Civil Code, this means, ‘trespassing against others in
their freedom, honour, dignity reputation social standing or financial position’.
e Publication of decision in Official Gazette or Arabic daily and/or any correction of contents as per
the applicable media regulations.

In addition, the Civil Code allows the court in certain circumstances to order that the damage be made
good hy restoring the parties to their original status, or by performing, in compensation, a specific matter
connected with the prejudicial act. This means that it is possible that the judge may award restitution or
specific performance to correct an act by an Online Marketplace instead and/or with the damages, when
the same is pursued by plaintiff. We commonly see a request to take some digital measures, such as
blocking the access to links, domains or online contents based on the abovementioned laws in addition
to pursue damages. The above did not include detailed review or inclusion of any specific rules,
regulations or polices in the field of broadcasting, streaming and/or digital media regulations or policies
that are applicable in the UAE as we understood the same are not intended to be covered within the
study question.

General Law regime (if this regime is applicable to OMs)

12) In your jurisdiction, what are the sanctions that can be imposed on an OM when the
conditions of its responsibility are met?
There are no differences or specific sanctions to cover liabilities against OMs in the UAE.
Therefore, the same rules applied to offline infringements should also cover OM conducts and
misconducts. However, we noticed in practice that OMs were able to avoid liabilities of
infringement/counterfeit activities that are performed by third parties from misusing OMs’
platforms. The area requires more regulations to support the liabilities assumption on OMs.
12



Otherwise, plaintiffs will be required to proVE i) misconduct, ii) damage, iii) and causation effect
to be able to pursue civil liabilities against OMs.

her liability reaime (if licabl M

13) In your jurisdiction, what are the sanctions that can be imposed on an OM when the
conditions of its responsibility are met?

N/A

Il) Policy considerations and proposals for improvements of your Group's current law

14) Could your Group’s current law or practice relating to the responsibility of online
marketplaces for online infringement of industrial property rights be improved? If YES,
please explain.

Yes. There is room for improving the current Laws and practice through the following steps:

1- To specifically address the OM liability and setting a criterion and the conditions for such
liability.

2- To introduce specific legislation to tackle the OM'’s liability in a clear and organized
manner and support it with an implementing regulation that would cope with the
technological and digital environment speedy development.

3- To identify an administrative body to be capable and in charge of implementing the laws

and regulation and a venue to enforce industrial property rights.

15) Could any of the following aspects of your Group’s current law relating to responsibility of
online marketplaces for online infringement of industrial property rights be improved? If
YES, please explain.

13



a) The regime of responsibility applicable to OMs?

1- As a primary step encourage OM to promote internal regulations that would tackle
infringement, and this would build a cooperation with OM and would push OM to
participate in building a health practice to combat infringement.

2- To set and clarify the general liability aspects derived from OM acting negligent, reckless
and when such actions, or failure to act, result in the damage caused.

3- In addition, specific conditions relating to the type of infringement and the rights involved
and setting a safe harbor mechanism for OM.

b) The implementation of the responsibility regimes applicable to OMs?

To identify an administrative body to be capable and in charge of implementing the laws
and regulation and a venue to enforce industrial property rights. This can be achieved
either through:

1- The current available enforcement bodies (administrative, criminal or civil) by
establishing a mandate for those bodies to act jointly or separately with relevant
authorities within the regime to enforce such rights, identify responsibilities and take
actions against the OM; or

2- Establish a separate body dedicated for taking actions against OM and identifying
liabilities in collaboration with the relevant authorities with the regime (with the
ecosystem).

C) The sanctions that can be imposed to OMs

Sanctions should not be limited to the civil sanctions listed under questions 10 and 11, but it could also
involve certain regulatory measures to push the OM to act whenever it witness or been put on notice of
any illegal activity by third parties on the OM. This may include:

1- Interruption of activity through blocking payment transactions on the OM, in coordinating with
Banks and Ministry of Finance with the country.

2- Blocking advertisement connect relating to the OM in coordination with Media and publication
provider and authorities.

16) Are there any other policy considerations and/or proposals for improvement to your
Group’s current law falling within the scope of this Study Question?

N/A.

lll) Proposals for harmonisation

Please consult with relevant in-house / industry members of your Group in responding to Part
I

17) Do you believe that there should be harmonization in relation to the responsibility of online
marketplaces for online infringement of industrial property rights?

If YES, please respond to the following questions without regard to your Group’s current law
or practice

14



Yes, there should be harmonization and group efforts between different authorities, as well
between the authorities and the end customers and the IP owners and the OM. For
example:

1- Between different authorities among each other to establish a solid ecosystem that is
capable of enforcing and protecting rights in a speedy manner in term of taking
appropriate actions within a collaborative environment.

2- Between Authorities and end customers in terms of running awareness campaigns and
increasing the awareness level for customers in relation to the consequences of
infringement and its impact on the national economy etc...

3- Between Authorities and IP owners in terms of providing training to the authorities on
different products and services to enrich the authorities knowledge and expertise in
tackling and assessment of infringement.

4- Between the authorities and the OM in terms of promoting self-regulatory mechanisms
to tackle any infringements.

Even if NO, please address the following questions to the extent your Group considers your
Group’s current law or practice could be improved.

A il : licabl

The purpose of this part is to determine the responsibility regime(s) that should be applicable
to OMs.

18) In case of IP rights infringement, should OMs be subject to:
a) the General IP Law regime,
b) a Special Digital Law regime, e.g. an exemption of responsibility (safe harbour),
¢) the General Law regime,
d) an alternative/different responsibility regime.

The OM liability in terms of infringement of IP is connected to all of the above mentioned (a to
C), it can not be tackled in isolation. The liability is triggered through direct or indirect violations
of all those regimes, but at the same time those regimes did not tackle OM liability in a clear
and a specific manner it left it to the interpretation of the law and the arguments that could be
built on case by case basis. As such, an alternative regime that would tackle the OM liability,
identifies its conditions and criterion, and link those conditions to the different regimes and
addressing exemptions from liability in a clear and organized manner would be very beneficial.

19) If OMs should benefit an exemption of responsibility/safe harbour, what should be the
criteria for determining whether an OM should be subject to this regime (e.g. active or
passive role of the OM, knowledge/control of the presentations of the products, awareness
of the IP rights infringement, etc.)?

This will depend on the economic vision. The UAE has a very strong products and services retail
market. For example the services retail market constituted around 24% of the GDP in Dubai (the
15



Retail Summit 2023 https://mediaoffice.ae/en/news/2023/March/14-03/Ahmed-bin-Mohammed-
opens-the-Retail-
Summit#:~:text=According%20t0%20Al%20Ghurair%2C%20%E2%80%9CDubai's,contributed
%20by%20the%20retail%20sector.

Given the above, the protection of this market is very important and therefore a conservative
approach towards Oms should be taken. However, the UAE is also seeking to attract more
investment into innovation and knowledge as a transformation of its economy, which means that
investment in origination of local OMs is a likely objective. This in turn will require a more liberal
approach. Therefore, if the UAE seeks investment in knowledge and innovation that would in
turn be used to better enable its conventional markets such retail, the laws will need to create a
balance between OMs benefiting from safe harbors and having some level of responsibility. As
such, it is an essential issue to organize it in a way that would serve the national economy
through encouraging OM to activate its role in terms of combating IP infringement. There should
be a combination of all the above-mentioned factors for the OM to benefit from safe harbor
exemption.

For example, OM could play an active role when establishing a self-regulatory mechanism to
take action against any IP infringement. This would decrease the burden over the IP authorities
as well as end clients and IP owners, and would establish the OM rank as a trust worthy venue
within the market.
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B. The implementation of the OMs responsibility regimes

The purpose of this chapter is to determine the conditions that should be required for an OM to
be held responsible for IP rights infringement or, on the contrary, to be exempted from
responsibility.

The purpose is, for instance, to determine under what conditions an OM should be considered
an IP infringer, co-infringer / joint tortfeasor, accomplice, or contributory IP infringer (use of the IP
on its own benefit, awareness of IP rights infringement, providing of specific services such as
optimizing the presentation, promoting offers, etc.), and under what conditions an OM should
benefit from an exemption of responsibility/safe harbor (acting expeditiously following awareness
of IP rights infringement, etc.), etc.

To answer each question in this chapter, please deal separately with each of responsibility
regime that should be applicable. If you consider it necessary, please treat each IPR (patent,
trade mark, design) separately.

neral IP law reaime (if this redime shoul i | M

20) Under what conditions should an OM be determined to be an IP infringer or, on the
contrary, be exempted from responsibility for an IP rights infringement?

OM Liability

OM in general would not be considered primary responsible for an IP infringement especially if
its involvement is limited to providing the online platform to third parties and in this case OM
will have a secondary liability. However, if the OM is directly involved in the IP infringement
without involving any third parties then OM will be primary responsible for IP infringement.
Accordingly, we set below conditions that are required for both scenarios:

- Primary Responsibility conditions:

1- OM should have full and direct control over activity on the OM platform (i.e. not
involving or providing platform service to any third party);

2- OM should be aware of the IP protected rights, or could reasonably be aware of such
rights (patent, trade mark, design);

3- OM should be aware the its activity constitute a violation to the IP.

4- OM did not take any action, or establish any self-regulatory mechanism to cease the
infringement.

- Secondary/Contributory Responsibility conditions:

1- OM should be providing platform service to third parties, with no direct control over the
activity of this thir party ;

2- OM should be aware of the IP protected rights, or could reasonably be aware of such
rights (patent, trade mark, design);

3- OM should be aware it is facilitating the infringing activity of the concerned third party.

4- OM did not take any action (including collaborating with brand owners/relevant
authorities), or establish any self-regulatory mechanism to limit or cease the third party
infringement activity.

Exemption of liability
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1-

2-
3-

In terms of exemption from responsibility in terms of responsibility, the OM must show
that it:

Did not create any damages to IP right owners (especially in the case of Primary
responsibility)

acted pro-actively or based on a complaint to limit or cease the infringing activity.
Set a reasonable collaboration with IP owners / Authorities (without any violation to
applicable privacy policies and other laws and regulations).

The above applies to the different IP types.

21)

Under what conditions an OM should be held responsible on this basis? What obligations
should the OM fulfil be exempted from responsibility for an IP rights infringement?

Primary Responsibility conditions:

OM should have full and direct control over activity on the OM platform (i.e. not
involving or providing platform service to any third party);

OM should be aware of the special digital laws and what give rise to violations, or could
reasonably be aware of such laws;

OM should be aware the its activity constitute a violation to the applicable laws.

OM did not take any action or establish any self-regulatory mechanism to cease the
violations.

Secondary/Contributory Responsibility conditions:

OM should be providing platform service to third parties, with no direct control over the
activity of this third party ;

OM should be aware of the special digital laws and what give rise to violations, or could
reasonably be aware of such laws;

OM should be aware it is facilitating the violating activity of the concerned third party.
OM did not take any action (including collaborating with right owners/relevant
authorities), or establish any self-regulatory mechanism to limit or cease the third party
violating activity.

Exemption of liability

1-

2-
3-

In terms of exemption from responsibility in terms of responsibility, the OM must show
that it:

Did not result in any damages to right owner or any concerned party (especially in the
case of Primary responsibility)

acted pro-actively or based on a complaint to limit or cease the violating activity.

Set a reasonable collaboration with IP owners / Authorities (without any violation to
applicable privacy policies and other laws and regulations).

The above applies to the different IP types.

neral Law redime (if this redime shoul i le t M
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22)  Under what conditions an OM should be held responsible on this basis? What obligations
should the OM fulfil be exempted from responsibility for an IP rights infringement?

Same as above, but taking into consideration the conditions required to establish liability under
the general law (fault/wrong doing, damages and causation).

her liability regime (if this reqgime shoul licabl M

23) Under what conditions an OM should be held responsible on this basis? What obligations
should the OM fulfil be exempted from responsibility for an IP rights infringement?

N/A

C. Sanctions that should be applicable to the OMs

The purpose of this part is to determine the sanctions that should be available against an OM
whose responsibility is engaged (e.g. damages, injunction to delist a seller, obligation to
inform/reimburse the buyers, obligation to prevent future sales of the infringing product, etc.).

neral IP law reaime (if this redime shoul i | M

24)  What should be the sanctions that should be applicable to an OM when the conditions of
its responsibility are met?

Please refer to question 10.
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ial Digital Law reqgime (if this regime shoul licable to OM

25)  What should be the sanctions that should be applicable to an OM when the conditions of
its responsibility are met?

Please refer to question 11.

neral Law reaime (if this reaime shoul li | M

26)  What should be the sanctions that should be applicable to an OM when the conditions of
its responsibility are met?

Please refer to question 12.

her liability regime (if this regime shoul licabl M
27)  What should be the sanctions that should be applicable to an OM when the conditions of
its responsibility are met?
N/A
Other

28) Please comment on any additional issues concerning any aspect of the responsibility of
online marketplaces for online infringement of Industrial Property Rights you consider
relevant to this Study Question.

in addition to the explored conditions for OM liability, another issue to take into
consideration is whether the OM is:

1- Acting in bad faith (knowingly setting measure to be exempted from liability);
2- Unfairly competing with other OM,;
3- Violating the social and religious and cultural norms of the UAE.

This will help in the liability assessment as well.

29) Please indicate which sectors’ views provided by in-house counsel are included in your
Group's answers to Part lll.
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